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DETAILED ACTION 

Claims 1-12 are currently pending in the instant application. Claims 5-8 are 
withdrawn from consideration as being for non-elected subject matter. Claims 1-4 and 
9-12 are objected. Claims 1 , 3, 4 and 9-12 are rejected. 

Election/Restrictions 

Applicant's election with traverse of Group XVIII, drawn to products of the formula 
I wherein R2 and R3 are independently H, C1-10 alkyl or (CH2)nC3-8 cycloalkyl; X is 
(CHR7)pCO; Y is C09CH2)n and Q is N in the reply filed on 1 1 February 2008 is 
acknowledged. The traversal is on the ground(s) that the inventions of Groups I -XV 1 1 1 
are related and that there is no additional burden on the Examiner. This is not found 
persuasive because as can be seen in by the closest prior art identified below, the 
technical feature corresponding to the claims is not a special technical feature as it fails 
to define a contribution over the prior art. See for example, intermediate #8, page 1 1 of 
US Pre-Grant Publication 20070027188 which reads on the non-elected subject matter 
of, for example, the instant claim 1 . In regards to the burdensome search, the 
inventions are independent and distinct because there is no patentable co-action 
between the groups and a reference anticipating one member will not render another 
obvious. Each group is directed to art recognized divergent subject matter which 
require different searching strategies for each group. Moreover, the examiner must 
perform a commercial database search on the subject matter of each group in addition 
to a paper search, which is quite burdensome to the examiner. 

The requirement is still deemed proper and is therefore made FINAL. 
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Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 1 9(e) 
or under 35 U.S. C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 119(e) as follows: 

The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed applications, Application No. 60/424,790 and 
60/500,094 fail to provide adequate support or enablement in the manner provided by 
the first paragraph of 35 U.S.C. 1 1 2 for one or more claims of this application. 
Specifically, claims 1-4 and 9-12 do not find support in the prior-filed applications and 
the date for prior art purposes is 4 November 2003. Claims 1-3 and 9-12 do not find 
support in the prior filed applications as, for example, the variables R4 and R5 of the 
instant claims include SOqC1-6alkyl, COC1-6alkyl and OCF3 which are found nowhere 
in either prior filed provisional application. Claim 4 does not find support in the prior 
filed applications as, for example, the 8 th listed compound in Table 1 is found nowhere 
in either prior filed provisional application; the 1 st listed compound on page 74 of claim 4 
is found nowhere in either prior filed provisional application and the compounds of Table 
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II are not found in US Provisional Application 60/424790, nor is the last compound of 
Table II found in US Provisional Application 60/500094. 

Claim Objections 

Claims 1-4 and 9-12 are objected to as containing non-elected subject matter. 
Claims 1-4 and 9-12 presented drawn solely to the elected invention of Group XV 1 1 1 1 
would overcome this objection. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
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double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1, 3, 4 and 9-12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-3, 5, 6 and 11- 
14 of copending Application No. 11/630172. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because conflicting claims 1-3 
and 5 generically overlap with applicants' claimed invention and provide preferences 
towards applicants' claimed compounds. Conflicting claims 11-14 are drawn to 
pharmaceutical compositions of claim 1 which generically overlaps with applicants' 
claimed invention. Additionally, conflicting claim 6 claims species which anticipate 
applicants' claimed invention of claims 1, 3, 4 and 9-12, such as N-butyl-N-ethyl-2-(3- 
isobutyryl-6-methoxy-1 H-indazol-1 -yl)acetamide. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Closest Prior Art 

The closest prior art to applicants' instant elected Group XVIII is found in US Pre- 
Grant Publication 20070027188, which discloses intermediate #8 on page 1 1 which 
reads on the non-elected subject matter of the instant claims, such as claim 1 wherein X 
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is (CHR7)pCO wherein p is 1 and R7 is hydrogen; Q is O; R2 is absent; R3 is hydrogen; 
Y is CO(CH2)n wherein n is 0; R6 is C1-10alkyl substituted with 3 groups selected from 
Ra wherein Ra is F, F andC1-10 alkyl wherein said alkyl is substituted with (CH2)nOH 
wherein n is 0; and one of R4 and R5 is hydrogen and the other is C1-6alkoxy. 

Additionally, Masaharu et al. on the 1449 submitted 27 July 2007 provides 
compounds which read on the non-elected subject matter of the instant claims, such as 
claim 1 wherein X is (CHR7)pCO wherein p is 1 and R7 is hydrogen; Q is O; R2 is 
absent; R3 is hydrogen; Y is CO(CH2)n wherein n is 0; R6 is(CH2)nC6-10aryl wherein n 
is 0 and the aryl is substituted with one Ra group wherein Ra is CI; and wherein one of 
R4 and R5 is hydrogen and the other is C1-6 alkyl (see page 2 of Masaharu et al.). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Rebecca L. Anderson whose telephone number is (571) 
272-0696. Mrs. Anderson can normally be reached Monday through Friday from 
6:00am until 2:30pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Joseph K. McKane, can be reached at (571) 272-0699. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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(Primary 'Examiner, jiV 1626 
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Primary Examiner 
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